
 

May 14, 2014 

 

Dear Members, 

FICPI Canada is the Canadian National Association of the Fédération Internationale des 
Conseils en Propriété Intellectuelle (FICPI), comprising more than 5000 members in more than 
80 countries.  FICPI Canada has a membership of more than 100 intellectual property 
professionals who are practicing agents and lawyers. Our membership and their firms are 
responsible for filing the majority of applications submitted to the Canadian Intellectual Property 
Office (CIPO) each year.  

A well-functioning trademark system is a necessary component of a competitive, modern 
economy.   The use and enforcement of trademark rights is a key contributor to capital 
formation and business growth.   

As agents and lawyers, we serve diverse clients in small, medium and large Canadian 
enterprises. The use and enforceability of trademark rights is a key contributor to capital 
formation and business performance. A sound trademark system contributes to ongoing 
investments and jobs across an array of industries. Trademarks and their effective enforcement 
matter, for a host of reasons. 

We would like to convey our views on Bill C-31, specifically Division 25, with respect to 
trademarks. We offer our comments from the perspective of our clients, especially small and 
medium-sized companies, and what we see as the important and negative implications of a key 
aspect of the bill.  

Trademarks – like SKI-DOO, BLACKBERRY, SCOTIABANK, PIONEER or EVERTZ – 
distinguish the products or services of one business from those of its competitors. Trademarks 
indicate source and quality; they are key factors in modern commerce.  Registration, among 
other purposes, establishes rights and ownership claims and helps avoid disputes, by lowering 
costs to businesses and establishing clear parameters of rights claimed. 

At the heart of trademark rights is prevention of market confusion and protecting a business’ 
goodwill. In Canada, trademark rights have always been tied to use of the mark. A system such 
as the one proposed by the current legislation represents a complete departure as it decouples 
the use of a mark from its registration.  Under the proposed legislation, many registrations will 
entirely or in part, have no correlation to commercial use. Under this type of system, 
registrations may be sought by trademark trolls – this has been a particular problem in countries 
whose trademark system does not tie use to registration.   

The changes proposed in Division 25 of Bill C-31 represent a foundational and unprecedented 
restructuring of the Canadian trademark registration system – to the detriment of its users.  
Members of FICPI Canada have grave concerns about the proposed removal of the established 
core requirement to demonstrate use of a trademark to justify the grant of rights associated with 
registration.  



The proposed changes in C-31 will lead to a greater number of legal challenges with more 
complicated evidence.  There will also be an increase in business risk and cost to obtain and 
enforce trademark rights. For example, marketplace investigations to determine the “real” rights 
associated with a registration will be increasingly required in the future if the bill is adopted. 
Under the existing system by contrast, a simple search of the register can provide sufficient 
information on which a business can base its decision of whether to adopt or use a new 
trademark.  

FICIP Canada also anticipates a very substantial number of over-reaching “defensive” 
registrations.  Currently, protection is only available to cover the goods and services in 
association with which a mark has been used.   Under the proposed system, nothing will 
prevent a trademark owner, whose business is restricted to for example “dentistry services,” 
from registering to protect goods and services as diverse as paint, agricultural implements, 
vehicles, musical instruments or security services.  This type of overbroad registration is 
common in some countries and regions, creating complexity and cost for businesses.   

These “defensive” registrations exert their worst effects in countries without specialized IP 
courts or other means of ensuring disputes are handled quickly and inexpensively. Canada falls 
into this category.  The proposed changes will also create a new and costly burden for both 
businesses and CIPO in the form of more complex examinations and increased opposition 
proceedings. Furthermore, the Federal Court of Canada, where matters involving trademark 
registrations are generally heard, will increasingly feel the burden of a system that grants rights 
unrelated to use. 

We are confident that under the proposed system the Canadian trademark register would 
become more crowded with foreign trademarks that have never been used in Canada, and 
never will be. This will make it more difficult and costly for Canadian businesses to select new 
trademarks. 

The changes proposed in Bill C-31 would also result in the scope of rights in registered 
trademarks becoming increasingly indefinite due to the proposed removal of the word “specific” 
from s. 30(a) of the Act.  This change will permit applicants to use broad language when 
defining goods and services of interest, leading to further legal uncertainty and increased costs 
for all parties. 

FICPI Canada is also concerned that there could be constitutional issues with the proposed 
change to remove the use requirement. The provisions that establish Canada’s trademark 
registration scheme have been upheld based on Parliament’s trade and commerce power. We 
note that 7(e) prohibiting actions or business practices contrary to honest industrial or 
commercial usage - has already been struck down as unconstitutional.  By removing the 
requirement for those seeking registration to indicate use, thereby allowing the registration of 
marks that have never actually been used in trade or commerce, the constitutional validity of 
Canada’s regime may be called into doubt. This would be economically counter-productive and 
very costly to businesses in the form of additional legal uncertainty. 

FICPI Canada is unaware of any trademark owners or user groups who support any changes to 
Canada’s current law that would remove the requirements relating to use.  Organizations such 
as FICPI have specifically cautioned of the negative implications associated with the removal of 
use requirements.  In fact, since C-31 was tabled, a significant proportion of trademark 
practitioners and businesses have spoken out against the proposed changes.  In particular we 
note the letter of May 6 sent to the two committees responsible for consideration of this matter.  
This letter was signed by more than 160 lawyers and agents in private practice but as well a 
number of professionals representing Canadian businesses.  In spite of little time and no prior 



consultation that warned of the pending changes, Canadian business and professionals are 
speaking out. 

On May 6, 2014, INTA the largest organization of intellectual property brand owners, attorneys 
and academics in the world; with more than 6100 members in 190 countries, tabled a letter to 
Industry Minister James Moore.  The letter requests reconsideration of abandonment of the 
existing requirements to claim use and notes that the proposed system does not have adequate 
checks and balances to prevent abuse.   INTA requests further consideration for a middle 
ground that would protect honest users. 

The rationale behind the introduction of the changes in C-31 has not been established. The 
amendments proposed in the bill go far beyond what is necessary for Canada to implement the 
Madrid and Singapore treaties.  These treaties can be adopted without creating a new and 
untested system that all organized user groups and trademark owners weighing in to date have 
expressed strong concern about.  We strongly encourage this Committee to look to the 
approach taken by the United States, as it is more relevant and instructive for Canada. U.S. 
style implementation of the treaties would eliminate the detrimental effects to businesses that 
this legislation will carry with it as well as the aforementioned constitutional challenges. 

C-31 will generate additional confusion and uncertainties in the marketplace, likely leading to 
more demand for services of trademark agents and lawyers. However, FICPI Canada cannot 
identify any discernable advantage to Canadian businesses as a result of removing the 
requirement for use. FICPI Canada believes that small and medium sized Canadian businesses 
will be particularly harmed and disadvantaged by the changes proposed in C-31.  

Our key recommendation to the Committee:  the specific proposals to amend sections 16, 30 
and 40 of the Trade-marks Act should not move forward and should be set aside. Bill C-31 is 
the wrong tool for a change of this magnitude and scope. We see no advantages to the 
adoption of the provisions of Division 25 at this time; only increased costs, inefficiencies, and a 
needless burden on Canadian businesses.  Furthermore, the entire IP community and business 
owners now speaking out share our concerns about the proposed changes. 

FICPI would welcome and be pleased to participate in appropriate and wide-ranging 
consultations on trademark policy in the future. This would help ensure that the views of both 
Canadian trademark holders and users of the system are fully reflected. 

Thank you.  

 

Regards, 

 

Coleen Morrison 
Vice President, FICPI Canada 


